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This action is in response to applicants' response to 6 October 2008. the amendment to 
claim 1 13 has overcome the article by Frage-Dubreuil et al. Applicant's arguments have been 
fully considered but they are not persuasive. 

Claim 1 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 113 is indefinite since it is unclear if all the Fo fimctions are converted or if at 
least one of the Fo fimctions are converted. The phrase "the one of more initial fimctions Fo" can 
be interpreted both ways. In addition, the claim states Fo is converted to first novel functions, but 
these "first novel functions" are not defined. Thus the actual composition of the composition is 
unclear and thus the claim is indefinite. Finally, it is unclear how the Fo in the salt are converted 
while Fo in the liquid is not when both are present under the same conditions. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1 14-126 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent application publication 2002/0010291. 

This reference teaches a mixture of a functionalized ionic liquid combined with a non- 
functionalized ionic liquid (para. [0054]). This teaching suggests any combination of these 
liquids, which allows for mixtures where the non-functionalized ionic liquid acts as the matrix 
and the fimctionalized ionic liquid is dissolved therein. The reference teaches the non- 
fimctionalized hquid can be any known ionic liquid, which includes of claims 1 19, 121 and 124. 
The fimctionalized ionic liquid is one where the anion is one of those claimed in claims 85, 122 
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and 124 and the cation is functionalized, such as a pyridnium or an ammonium, where the 
functional group is a halogen, SCN, CN, OH, OR, OCOR, COOR and O2SR, where R is an alkyl 
group with 1-20 carbon atoms, and it is linked to the cation by an alkyl group having 1-50 carbon 
atoms. These functional groups include those claimed. Therefore the taught functionalized salt is 
recyclable, would have the claimed capability and would carry out the functions added to claims 
1 14 and 124, absent any showing to the contrary. The reference encompasses compositions 
where the anions of both liquid can be same. There is no indication that functionalized and 
nonfunctionalized liquids react with each other nor that they can be extracted from each other by 
solvent extraction which means the taught liquids are dissolved in each other and form a 
homogenous mixture. The reference suggests the claimed composition. 

Applicants states that the general conditions for forming the suggested composition of a 
mixture of a functionalized ionic liquid combined with a non-functionalized ionic liquid. This 
incorrect since the reference teaches combining or mixing the liquids. This is the general 
sjoithesis method. 

Applicants state the Examiner did not provide support to support her assertion that the 
bond between a fimctional group and the catalyst or scavenger are reversible. Applicants are 
referred to U.S. patent 6,248,540 which discusses attaching and detaching catalysts or scavenger 
from function groups, which are those taught by the reference and claimed by applicant. 

Applicants argue the catalysts in examples 1 and 2 of the reference. The catalyst and 
ionic liquids of the examples are not those discussed in paragraph 53 nor has the formula given 
in paragraph 54. It is these formulas which read upon the claimed functionalized ionic liquid. 
Thus this argument does not overcome the rejection. 
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Applicants' argument labeled 2 and 3s not convincing since there is nothing in the 
reference stating that the catalyst is limited to those used in the argued cross-coupling reactions 
nor that the catalyst are ones that cannot be removed from fiinctional groups. Applicants are 
reminded that the claims are directed to a composition comprising a fiinctionalized ionic salt 
dissolved in a non-functionalized ionic liquid matrix, where the functional group catches one of 
more molecules, which reads upon the taught catalyst and scavenger. Thus all these arguments 
addressing the catalyst in the formulas in paragraph 53 does not show that the ftinctionalized 
ionic liquid having the formulas in paragraphs 54 and 54, where Y is the same as D, and which 
are the same as those claimed, does not have the argued properties or functions. 

Applicants argue that the fiinctionalized salt is not a soluble support reaction support, but 
there is no evidence presented to support this assertion. The reference suggests ionic hquids 
having the same cations, anions and fiinctional groups as claimed and therefore the suggested 
ionic liquid would be expected to have the same properties, when the cations, anions and 
functional groups are the same as claimed, which means it would act as soluble reaction medium. 
This argument is not convincing. 

Applicants argue the reference does not teach or suggest that the fiinctionalized ionic 
liquid dissolves in the non-fiinctionalized liquid or that it forms a homogenous mixture with the 
non-fiinctionaUzed ionic liquid. As stated above, there is no indication that the ionic liquids can 
be extracted from each other by solvent extraction, i.e. are dissolved in each other and form a 
homogenous mixture. Since the both liquids can those claimed, this would suggest that they are 
dissolved in each other and form a homogenous mixture, absent any showing to the confrary. 
The fact the ionic liquid does not dissolve in a hydrocarbon alkane or aromatic co-solvent does 
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not mean that it would not dissolve in a non-functional ionic liquid, which has different 
properties than the disclosed solvents. 

The declaration is not convincing for the following reasons and the fact that the claimed 
composition can be used new applications does not show that composition itself is novel and 
non-obvious. Again applicants are reminded they are claiming a composition, not a method of 
using the composition. 

The declaration under 37 CFR 1.132 filed 6 October 2008 is insufficient to overcome the 
rejections as set forth in the last Office action because: 

The fact that the reference does not state the disclosed functionalized ionic liquid is 
recyclable or a soluble reaction support does not overcome the rejection. As discussed above, the 
taught fiinctional groups are the same as those claimed and thus they must be recyclable and the 
use of the claimed composition as a soluble reaction support does not patentably distinguish the 
claimed composition over that suggested by the reference. In response to applicant's argument as 
to the intended use of the claimed invention, the use must result in a compositional difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention fi-om the prior art. In this case, the suggested composition is composed of the claimed 
ionic liquids and the argued uses do not result in a compositional difference between the claimed 
invention and the prior art. 

It states that the claimed subject matter meets a long-felt need in the art. However, there 
is no showing that others of ordinary skill in the art were working on the problem and if so, for 
how long. In addition, there is no evidence that if persons skilled in the art who were 
presumably working on the problem knew of the teachings of the above cited references, they 
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would still be unable to solve the problem. See MPEP § 716.04. Accordingly there is no 
evidence of long-felt need. The fact that the cited articles state the use of functionalized ionic 
liquids in organic synthesis is an advantage does not mean that the claimed composition is a 
major breakthrough in the art or meets a long-felt need in the art. In view of the foregoing, when 
all of the evidence is considered, the totality of the rebuttal evidence of nonobviousness fails to 
outweigh the evidence of obviousness. The rejection is maintained. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 



Application/Control Number: 10/529,361 
Art Unit: 1793 



Page? 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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